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DETAILED ACTION 



Claim Objections 

Claim 7 is objected to because of the following informalities: the typo "as least" should 
be "at least". Appropriate correction is required. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Takahashi et al. (US 
4,065,598). 

Regarding claim 1 : Takahashi et al. teaches: 



Claim Rejections - 35 USC § 102 




if 



O R, 



(wherein R t and R 3 may be the same or differant, staud- 
mg for H or CHa, OSm£ 1, 1 = 5 - 500) 



(3:45-63). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sugiyama et 
al. (JP 62007711). 

Regarding claims 1-3: Sugiyama et al. teaches a composition comprising: 

O 



H2C=CH- 



O CH2-0— C-CH=CH? 

I 

-O— CH2— C— Et O 



■ (C3H6)- 



CH2-0— C— CH=CH2 

(via STN; RN 123268-41-7). 

Sugiyama et al. does not teach a value of n. However, a prima facie case of obviousness 
may be made when chemical compounds have very close structural similarities and similar 
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utilities. 'An obviousness rejection based on similarity in chemical structure and function entails 
the motivation of one skilled in the art to make a claimed compound, in the expectation that 
compounds similar in structure will have similar properties." In re Payne, 606 F.2d 303, 313, 
203 USPQ 245, 254 (CCPA 1979) [See MPEP 2144.09]. 

Compounds which are position isomers (compounds having the same radicals in 
physically different positions on the same nucleus) or homologs (compounds differing regularly 
by the successive addition of the same chemical group, e.g., by -CH2- groups) are generally of 
sufficiently close structural similarity that there is a presumed expectation that such compounds 
possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977) [See MPEP 
2144.09]. 

Claims 1-4, and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Abe etal. (EP 0490368). 

Regarding claims 1-3: Abe et al. teaches a composition comprising: 
1) at least one monomer represented by the following general formula (J): 
R 2 0{CH 2: CH{R 1 )0) n R 3 {1} 

wherein R 1 represents a hydrogen atom or a methyl group; R 2 and R 3 may fee the same or different 
and each represents a functional group selected from the group consisting of those represented by 
the following genera! formula (ji): 
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CHx-CS'-A 1 — (L l ) * 




wherein, M represents a hydrogen atom, a monovalent functional group or a group: CH 2 =CRF-A 3 - 
(L 3 ) d -; R 4 , R 5 and R s may be the same or different and each represents a hydrogen atom or a 
methyl group; A 1 , A 5 and A 3 may be the same or different and each represents -CO-0-, -CO-NH- or 
a substituted or unsubstituted phenyfene group; L\ L 2 , L 3 and I 4 may be: the same or different and 
each represents a bivalent connecting group; a, b, c and d may be the same or different and each 
represents 0 or 1 and n is an integer of not less than 1 ; 



Abe et al. does not teach a specific value of n when R 2 and R" are different. However, a 
prima facie case of obviousness may be made when chemical compounds have very close 
structural similarities and similar utilities. "An obviousness rejection based on similarity in 
chemical structure and function entails the motivation of one skilled in the art to make a claimed 
compound, in the expectation that compounds similar in structure will have similar properties." 
In re Payne, 606 F.2d 303, 313, 203 USPQ 245, 254 (CCPA 1979) [See MPEP 2144.09]. 

Compounds which are position isomers (compounds having the same radicals in 
physically different positions on the same nucleus) or homologs (compounds differing regularly 
by the successive addition of the same chemical group, e.g., by -CH2- groups) are generally of 
sufficiently close structural similarity that there is a presumed expectation that such compounds 
possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977) [See MPEP 
2144.09]. 

Regarding claim 4 and 10-11: Abe et al. teaches a glycerol moiety (pg. 5, In. 25-35). 



(pg. 2, In. 57-pg. 3, In. 21). 
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Claims 1-4, 6-7, 9-11, and 14-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hatsuda et al. (US 2002/0061978) in view of Abe et al. (EP 0490368). 

Regarding claims 1-4, 6-7, 9-11, and 14-19: Hatsuda et al. teaches a water absorbent 
resin {which forms a hydrogel} flf 49-50) comprising internal crosslinking agents based on 
(meth)acrylic esters of polyhydric alcohols (glycerol tri(meth)acrylate, ethoxylated 
trimethyolpropane tri(meth)acrylate, etc.) fl| 53-55) [instant claim 6, 14-16]; prepared by an 
aqueous polymerization of hydrophilic monomers, internal crosslinking agent, and free radical 
initiators [instant claim 7] Of 51, 57-62); for use in diapers [instant claims 9, 17-19]. 

Hatsuda et al. does not teach a swellable hydrogel comprising the structure of instant 
claim 1 as an internal crosslinker. However, Abe et al. teaches a composition comprising: 



1) at least one monomer represented by the following general formula ()}: 
R?0(CH 2 CH{R 1 )OJ „ R» (!) 

wherein R 1 represents a hydrogen ©torn or a methyl group; R 2 and R 3 may fee the same or different 
and each represents a functional group selected from the group consisting of those represented by 
the following general formula (If): 



wherein, M represents a hydrogen atom, a monovalent functional group or a group: CH 2 =Cf?-A 3 - 
(L 3 ) d R 4 S R 5 and R 8 may bo the same or different and each represents a hydrogen atom or a 
methyl group; A 1 , A 2 and A 3 may be the same or different and each represents -CQ-CK -CQ-NH- or 
a substituted or unsubstituted phenyfene group; L\ L 2 . L 3 and may be the same or different and 
each represents a bivalent connecting group; a, b, c and d may be the same or different and each 
represents 0 or 1 and n. is art integer of not less than 1 ; 
[instant claims 1-3] (pg. 2, In. 57-pg. 3, In. 21); and the general formula contains a glycerol 



CH 3 = CR 4 -^— (L l ) * 



.(!/)* — 




H 
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moiety [instant claims 4, 10-11] (pg. 5, In. 25-35). Hatsuda et al. and Abe et al. are analogous art 
because they are concerned with a similar technical difficulty, namely the preparation of 
crosslinked polymers comprising (meth)acrylic esters of polyhydric alcohols. At the time of 
invention a person of ordinary skill in the art would have found it obvious to have combined 
general formula 1 as an internal crosslinking agent, as taught by Abe et al. in the invention of 
Hatsuda et al, and would have been motivated to do so since Abe et al. suggests that such 
(meth)acrylic esters of polyhydric alcohols {general formula 1 } are capable of reacting with 
(meth)acrylates and alkali metal salts thereof (pg. 6, In. 25-31), and is an equivalent alternative 
means of providing crosslinked polymers comprising (meth)acrylic esters of polyhydric alcohols. 

The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. See attached form PTO-892. 

Response to Arguments 

Applicant's arguments with respect to claims 1-7 and 9-19 have been considered but are 
moot in view of the new ground(s) of rejection. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL PEPITONE whose telephone number is (571)270- 
3299. The examiner can normally be reached on M-F, 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo, Ph.D./ MFP 
Supervisory Patent Examiner, Art Unit 1796 28-July-08 
l-Aug-08 



